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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 9, 2006 has been entered. 

Response to Arguments 

2. Applicant's arguments filed February 9, 2006 have been fully considered but they 
are not persuasive. 

Although the venting elements described in the specification are microchannels, 
applicant denies admitting venting elements are equivalent to a cavity or channel. 
Applicant has provided a definition from Webster's Online Dictionary of the term "vent". 
As stated a vent is "an opening for the escape of a gas or liquid or for the relief of 
pressure." The elements of applicant invention are referenced as "venting elements" 
not vents as such it is unclear if applicant is attempting to assert the venting elements 
are vents as define. In view of such, the venting elements are simple openings. It 
appears as applicant is attempting to assert the intended use or function of the device 
further limits the structure. Any opening may be considered as a vent. The fact is an 
opening only functions as a vent when provided in an environment where air is needed 
to escape. As such, the proper classification of calling an element a vent is based on its 
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environmental location or it's particular use. However structurally, regardless of such it 
structurally remains an opening. The examiner asserts that as long as any opening is 
not obstructed it is capable of functioning as a vent. In the instant case the elements 
which applicant refers to as venting elements only function as vents if bonding voids are 
formed during manufacturing process of the device. There is no guarantee bonding 
voids will be formed, so how can one say the elements will vent any voids. The use of 
the "venting elements" as asserted is circumstantial. If no voids are formed the "the 
venting elements" are merely openings. Applicant is appearing to rely on how one 
intends to manufacture the device and the function the venting elements are intended to 
have in the manufacturing process as a means for distinguishing the final product from 
the prior art. This is not a sufficient basis for distinguishing an apparatus from that of 
the prior art. 

Applicant has amended the claim by reciting a body structure formed by bonding 
together add least a first and second substrate. Such an amendment appears to be 
somewhat directed to the method of manufacture. The method by which a device is 
formed is does not add patentable weight to an apparatus claim. The examiner 
interprets the phrase to mean the body structure is comprised of at least a first and 
second substrates bonded together. 

Applicant has further amended the claims to incorporate a negative limitation 
citing "the venting element having no fluid communication with functionalized regions of 
the fabrication element". The examiner has reviewed the cited passages which 
applicant asserts supports such a limitation. The examiner has failed to locate support 
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for the limitation within those passages. The passages recite positive limitations to 
characteristics of the device. There is no mention as what elements do not do. 
Furthermore the term "functionalized regions" does not appear in any of the passages. 
As such the negative limitation is considered new matter. 

In reference to the 102 rejection under Sethi et al. and Dubrow et al.. applicant 
asserts both Sethi et al. al. and Dubrow et al do not teach a venting element having no 
fluid communication with functional regions of the fabrication element. The term 
"functionalized regions" has not been defined by applicant in the specification nor 
claims. What is a functionalized region? Every element in a device has an intended 
function. Since the phrase has not been given a specified definition, the examiner 
asserts a "functionalized region" can be any area, region, or element of a device which 
chooses to reference as such. The "venting elements" themselves may be considered 
"functionalized regions" for they have an intended function. In view of such the as to 
Sethi et al. one can see the individual channels 1 are located in an area/region and are 
not in fluid communication with other areas/regions or other channels. 

As to Dubrow et al. the apertures 106 are in fluid communication with microfluidic 
channels which are functionalized regions as defined by applicants page 17, line 6. 
The entire sentence states. 

However, as described herein, when bond voids do form, the 
presence of venting elements (e.g., venting channels, venting 
cavities, or the like) inhibits them from spreading into 
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functionalized regions (e.g., regions having microchannels, 
etc.) of the devices. 

Is applicant attempting to state that the passage within the parenthesis is the 
definition of functionalized regions? If so, functionalized regions are simply those 
including microchannels. However applicant's venting elements are described as 
possibly being microchannels so therefore the venting elements too may be considered 
as functionalized regions. What are the boundaries/dimensions which define a region? 

It is unclear what falls within and out of the scope of applicant's of the definition 
of functionalized region. 

Dubrow discloses" "In the embodiment shown, the upper layer 102 
of the body structure 100, includes a plurality of ports 106 
disposed through it. These ports are positioned to communicate 
with specific points of the channels or grooves 114, e.g., the 
termini, in the aggregate body structure when the upper and 
lower layers are mated." (beginning at column 4, line 67) 

It is not required the port/venting element be in communication with channels. 
The port can be in communication with a groove. A groove is not defined as a 
functionalized region by applicant within the cited passage reference by applicant. 

For reasons given herein the prior rejections are hereby maintained. 

Claim Interpretation 

As specified in applicant's specification defines a venting element is a cavity, 
channel or any other equivalent. As such any cavity or channel open to the 
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environment and associated with another element may be considered a venting element 
and would inherently function as insulator and be capable of producing a stagnant vapor 
region due to Its exposure to air (water vapor). In view such the rejection below has 
been formed. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
mal<ing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most neariy connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 13, 28-31, 33-45. and 79-81 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed Invention. See explanation above 
directed to the new added negative limitation. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particulariy pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 13, 29, and 81 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The claims Include the term "functlonalized regions" the term has not been 
defined in the specification nor claims. As such It is unclear what elements of the 
device applicant considers as "functlonalized regions". If applicant is attempting 
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reference specified elements of the device is suggested applicant specify those 
elements as described. 

The examiner asserts a functionalized region can be any region, element, area of 
a device which one desires to reference as such. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claim 13 is rejected under 35 U.S.C. 102(b) as being anticipated by Sethi et al. 
US 4,891,120. 

Sethi et al. disclose a chromatographic separation device comprises a body 2 of 
a semiconductor material which body has a longitudinal channel 1 (venting element) 
formed in a surface thereof, the channel 1 being capable of containing a predetermined 
volume of a liquid or solid material for a chromatography test or separation procedure, 
the channel carrying at least one electrode 6 positioned intermediate the channel ends. 
The claim does not require or specify the venting element as being associated with any 
particular structure to be vented. 
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As seen in the figures the channel is etched partially through the body. As 
recited above the open channel may possibly contain air (water vapor) when liquid does 
not fill the channel thereby forming a stagnant vapor region. 
9. Claims 13, 28-31 , and 79-80 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Dubrow et al. US 6,756,019. 

Dubrow et al. disclose microfluidic devices that comprise a body stnjcture 
comprising at least a first microscale channel network disposed therein. The body 
structure has a plurality of ports disposed in the body structure, where each port is in 
fluid communication with one or more channels in the first channel network. The devices 
also include a cover layer comprising a plurality of apertures disposed through the cover 
layer. The cover layer is mated with the body structure whereby each of the apertures is 
aligned with a separate one of the plurality of ports. 

As to claim 13, the apertures 106 may be considered venting elements which 
are capable of having air (water vapor) therein. The cavities are of the same 
format/structure as those disclosed by applicant as such the cavities are inherently 
capable of providing insulation and reduction of coupling as claimed. 

As to claim 29, the microscale channel network is equivalent to applicants 
microchannel network and the plurality of apertures are equivalent to applicant's 
plurality of venting cavities. 

As to the particular depth of the cavities, Dubrow further states the terms 
"microscale," "microfabricated" or "microfluidic" generally refer to one or more fluid 
passages, chambers or conduits which have at least one internal cross-sectional 
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dimension, e.g., depth, width, length, diameter, etc., that is less than 500 ^m. and 
typically between about 0.1 ^m and about 500 ^m In the devices of the present 
invention, the microscale channels or chambers preferably have at least one cross- 
sectional dimension between about 0.1 ^im and 200 ^m, more preferably between about 
0.1 nm and 100 ^m, and often between about 0.1 i^m and 20 |xm. 

Claims 30-31 are directed to the venting cavities, however the cavities are not 
positively claimed as elements of the invention. The cavities are optional (claim 29) not 
required hence any limitation directed thereto is optional. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian R. Gordon whose telephone number is 571-272- 
1258. The examiner can normally be reached on M-F, with 2nd and 4th F off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infomriation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomriation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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